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DETAILED ACTION 

1 . This action is in response to the request for continued exannination filed on 
1/16/2006 in which claims 2-3, 5-7, 9, 11-16, and 19-20 are cancelled and claims 1, 4, 
8, 10, and 17 are pending 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which It pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 4 recites, "the expansion module is removable from the remote control". 
Claim 1 discloses "the expansion module resides on a removable component at a 
location away from the digital audio player" and "the removable component comprises a 
remote control connected to the digital audio player and the audio outputs". Claim 1 
does not discloses the expansion module residing on the remote control, therefore it 
does not clearly discloses how "the expansion module is removable from the remote 
control". Therefore it is unclear to the Examiner how "the expansion module is 
removable from the remote control", when Claim 1 does not discloses the expansion 
module residing on the remote control. 

4. Claim 17 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The specification as originally filed, does not 
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support the limitations of "the expansion module includes an additional battery for 
providing power to the digital audio player" as claimed in claim 17 now. The 
specification discloses expansion module would typically contain a battery or expansion 
memory. The specification does not have support for the expansion module includes 
addition memory that is accessible by the digital audio player when the digital audio 
player audio signals and includes an additional battery for providing power to the digital 
audio player. 


Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 
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6. Claims 1 and 4 are rejected under 35 U.S.C. 102(a) as being anticipated by U.S. 
Patent Applicant Publication No. 20010003941 to Sawada et al. (hereafter as Sawada). 

7. Regarding Claim 1 , Sawada discloses a portable audio device, comprising: 

a digital audio player operable to convert digital signals stored in a memory to 
audio signals (420); 

audio outputs operable to allow a user to hear the audio signals (441 ,442); and 

an expansion module operable to provide additional capacity to the digital audio 
player (Fig. 8; page 5, paragraph 0061), wherein the expansion module resides on a 
removable component at a location away from the digital audio player, the removable 
component (400) being communicatively coupled to the digital audio player when the 
digital audio player is playing audio signals (Fig. 8); 

wherein the expansion module includes addition memory that is accessible by 
the digital audio player when the digital audio player audio signals (Fig. 8); and 

wherein the removable component comprises a remote control (405) connected 
to the digital audio player and the audio outputs (Fig. 8), wherein the remote control is 
operable to control the digital audio player (page 6, paragraphs 0062). 

8. Regarding Claim 4, as best understood with regards to the 112, 2"^ problem 
mentioned above, Sawada discloses the expansion module is removable from the 
remote control (Fig. 8). 

9. Claims 1, 4, 8, and 10 are rejected under 35 U.S.C. 102(b) as being anticipated 
by U.S. Patent No. 5892502 to Hiller. 
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10. Regarding Claim 1, Hiller discloses a portable audio device, comprising: 

a digital audio player operable to convert digital signals stored in a memory to 
audio signals (i.e. personal computer); 

audio outputs operable to allow a user to hear the audio signals (i.e. speaker, 
headphone)(Fig. 1); and 

an expansion module (column 2, lines 44-56) operable to provide additional 
capacity to the digital audio player, wherein the expansion module resides on a 
removable component (column 1, line 48 to column 2, line 8) at a location away from 
the digital audio player (Fig. 1), the removable component being communicatively 
coupled to the digital audio player when the digital audio player is playing audio signals 
(i.e. the storage device is connected to the personal computer through a standard input 
port in the same manner as an external CD ROM device . Therefore, the storage device 
is excess by the personal computer to read the digital files and produce audio signals 
when, for example a music CD is placed in the CD ROM) (abstract; Fig. 1; column 1, 
line 48 to column 2, line 8); and 

wherein the expansion module includes addition memory that is accessible by 
the digital audio player when the digital audio player audio signals (column 2, lines 44- 
56). 

wherein the removable component comprises a remote control (Fig. 3; column 2, 
line 65 to column 3, line 14) connected to the digital audio player and the audio outputs 
(Fig. 1), wherein the remote control is operable to control the digital audio player. 
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1 1 . Regarding Claim 4, as best understood with regards to the 112, 2"^ problem 
mentioned above, Hiller discloses the expansion module is removable from the remote 
control (Fig. 1). 

12. Regarding Claim 8, Hiller discloses a portable audio device, comprising: 

a digital audio player (i.e. personal computer) operable to convert digital signals 
to audio signals (Fig. 1), the player comprising: 

i) a memory operable to store digital signals (i.e. it is inherent a personal 
computer comprises a memory operable to store digital signals); 

ii) a battery operable to provide power (i.e. it is inherent a personal 
computer comprises a battery operable to provide power), 

iii) a digital to analog converter operable to convert the digital signals to 
analog audio signals (i.e. it is inherent a personal computer comprises a digital to 
analog converter operable to convert the digital signals to analog audio signals); 
audio outputs operable to allow a user to hear the audio signals (Fig. 1); 

a remote control (Figs. 1 and 3; column 2, line 65 to column 3, line 14) in 
connection with the digital audio player and with the audio outputs, wherein the remote 
control is operable to allow a user to operate the digital audio player; 

an expansion module operable to provide additional capacity to the digital audio 
player (column 2, lines 44-56), wherein the expansion module resides separate from the 
digital audio player on the remote control, the remote control being communicatively 
coupled to the digital audio player when the digital audio player is playing audio signals 
(i.e. the storage device is connected to the personal computer through a standard input 
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port in the same manner as an external CD ROM device . Therefore, the storage device 
is excess by the personal computer to read the digital files and produce audio signals 
when, for example a music CD is placed in the CD ROM) (abstract; Fig. 1; column 1, 
line 48 to column 2, line 8); and 

wherein the expansion module includes additional memory that is accessible by 
the digital audio player when the digital audio player is playing audio signals (column 2, 
lines 44-56). 

13. Regarding Claim 10, Hiller discloses the expansion module is removable from 
the remote control (Fig. 1). 

14. Claims 1, 4, 8, and 10 are rejected under 35 U.S.C. 102(a) as being anticipated 
by U.S. Patent No. 6148243 to Ishii et al. (hereafter as Ishii). 

15. Regarding Claim 1, Ishii discloses a portable audio device, comprising: 

a digital audio player operable to convert digital signals stored in a memory to 
audio signals (301)(Fig. 8); 

audio outputs operable to allow a user to hear the audio signals (Fig. 8); and 
an expansion module (column 7, line 55 to column 8, line 7) operable to provide 
additional capacity to the digital audio player, wherein the expansion module resides on 
a removable component at a location away from the digital audio player (Fig. 8), the 
removable component being communicatively coupled to the digital audio player when 
the digital audio player is playing audio signals (i.e. the CD ROM is excess by the 
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personal computer to read the digital files and produce audio signals when a music CD 
is placed in the CD ROM); and 

wherein the expansion module includes addition memory that is accessible by 
the digital audio player when the digital audio player audio signals (column 7, line 55 to 
column 8, line 7). 

wherein the removable component comprises a remote control (column 7, line 55 
to column 8, line 7) connected to the digital audio player and the audio outputs (Fig. 8), 
wherein the remote control is operable to control the digital audio player. 

16. Regarding Claim 4, as best understood with regards to the 1 12, 2"*^ problem 
mentioned above, Ishii discloses the expansion module is removable from the remote 
control (Fig. 8; column 7, line 55 to column 8, line 7). 

17. Regarding Claim 8, Ishii discloses a portable audio device, comprising: 

a digital audio player (301) operable to convert digital signals to audio signals 
(Fig. 8), the player comprising: 

1) a memory operable to store digital signals (Figs. 1 and 2); 

ii) a battery operable to provide power (i.e. it is inherent a personal 
computer comprises a battery operable to provide power), 

iii) a digital to analog converter operable to convert the digital signals to 
analog audio signals (i.e. it is inherent a personal computer comprises a digital to 
analog converter operable to convert the digital signals to analog audio signals); 
audio outputs operable to allow a user to hear the audio signals (Fig. 8); 
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a remote control (Fig. 8; column 7, line 55 to column 8, line 7) in connection with 
the digital audio player and with the audio outputs, wherein the remote control is 
operable to allow a user to operate the digital audio player; 

an expansion module operable to provide additional capacity to the digital audio 
player (column 7, line 55 to column 8, line 7), wherein the expansion module resides 
separate from the digital audio player on the remote control (Fig. 8), the remote control 
being communicatively coupled to the digital audio player when the digital audio player 
is playing audio signals (i.e. the CD ROM is excess by the personal computer to read 
the digital files and produce audio signals when a music CD is placed in the CD ROM); 
and 

wherein the expansion module includes additional memory that is accessible by 
the digital audio player when the digital audio player is playing audio signals (column 7, 
line 55 to column 8, line 7). 

18. Regarding Claim 10, Ishii discloses the expansion module is removable from the 
remote control (Fig. 8). 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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20. Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 6606506 to Jones. 

21 . Regarding Claim 1 , Jones discloses a portable audio device, comprising: 

a digital audio player operable to convert digital signals stored in a memory to 
audio signals (18); 

audio outputs operable to allow a user to hear the audio signals (12); and 
an expansion module (abstract; column 3, lines 9-38) operable to provide 
additional capacity to the digital audio player, wherein the expansion module resides on 
a removable component (12) at a location away from the digital audio player (Fig. 5), 
the removable component (Fig. 5) being communicatively coupled to the digital audio 
player when the digital audio player is playing audio signals (Fig. 5); and 

wherein the expansion module includes addition memory that is accessible by 
the digital audio player when the digital audio player audio signals (abstract; column 3, 
lines 9-38). 

Jones discloses a remote control/display unit (column 5, line 66 to column 6, line 
13; claim 1), but does not expressly disclose the removable component comprises a 
remote control connected to the digital audio player and the audio outputs, wherein the 
remote control is operable to control the digital audio player. However, the Examiner 
takes Official Notice that it is well known that a remote control can be incorporated on 
the signal line of the headphone in order to allow the user to control the digital audio 
player without having to wearing an extra accessory/component. Therefore it would 
have been obvious to one having ordinary skill in the art at the time of the invention to 
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modify Jones to incorporate tlie remote control/display unit on the signal line of the 
headphone (12) in order to allow the user to control the digital audio player without 
having to wearing an extra accessory/component. Therefore the removable component 
(12) comprises a remote control (i.e. the remote control/display unit incorporated on the 
signal line (20)) connected to the digital audio player and the audio outputs, wherein the 
remote control is operable to control the digital audio player. 

22. Regarding Claim 4, as best understood with regards to the 1 12, 2"^ problem 
mentioned above, Jones as modified discloses the expansion module is removable from 
the remote control (abstract; Fig. 5; column 3, lines 9-38). 

23. Claims 1, 4, 8, 10, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent Application Publication No. 20020080091 to Acharya. 

24. Regarding Claim 1, Acharya discloses a portable audio device, comprising: 
digital audio player (110), but does not expressly disclose operable to convert 

digital signals stored in a memory to audio signals. However, the Examiner takes 
Official Notice that it is well known in the art that the digital audio player (110) is 
operable to convert digital signals stored in a memory to audio signals in order to allow 
a user to play the audio signal on the digital audio player (110). Therefore it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify Acharya to have the digital audio player (110) operable to convert digital 
signals stored in a memory to audio signals in order to allow the user to play the audio 
signals on the digital audio player (110). 

Therefore Acharya as modified discloses: 
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audio outputs operable to allow a user to hear the audio signals (page 10, 
paragraph 0111); and 

an expansion module operable to provide additional capacity to the digital audio 
player (Figs. 1 and 6), wherein the expansion module resides on a removable 
component at a location away from the digital audio player (Fig. 6), the removable 
component (120) being communicatively coupled to the digital audio player when the 
digital audio player is playing audio signals (Fig. 6); 

wherein the expansion module includes addition memory that is accessible by 
the digital audio player when the digital audio player audio signals (Figs. 1 and 6); 

wherein the removable component comprises a remote control (120,131,132) 
connected to the digital audio player and the audio outputs, wherein the rem.ote control 
is operable to control the digital audio player (Figs. 1 and 6) 

25. Regarding Claim 4, as best understood with regards to the 112, 2"^ problem 
mentioned above, Acharya as modified discloses the expansion module is removable 
from the remote control (Figs. 1 and 6). 

26. Regarding Claim 8, Acharya discloses a portable audio device, comprising: 

a digital audio player (110) operable to convert digital signals to audio signals 
(Figs. 1 and 6), the player comprising: 

i) a memory (Figs. 1 and 6) operable to store digital signals; 

ii) a battery operable to provide power (i.e. it is inherent the handheld 
computing system 110 comprise a battery)(page 10, paragraph 0111), but does 
not expressly disclose iii) a digital to analog converter operable to convert the 
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digital signals to analog audio signals. However, the Examiner takes Official 
Notice that it is well known in the art that the digital audio player (110) is operable 
to convert digital signals stored in a memory to audio signals in order to allow a 
user to play the audio signal on the digital audio player (1 1 0). Therefore it would 
have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify Acharya to have the digital audio player (110) operable to 
convert digital signals stored in a memory to audio signals in order to allow the 
user to play the audio signals on the digital audio player (110). 
Therefore Acharya as modified discloses: 

audio outputs operable to allow a user to hear the audio signals (Figs. 1 and 6); 

a remote control (120,131,132) in connection with the digital audio player and 
with the audio outputs, wherein the remote control is operable to allow a user to operate 
the digital audio player (Figs. 1 and 6); 

an expansion module operable to provide additional capacity to the digital audio 
player (Figs. 1 and 6; page 3, paragraph 0038), wherein the expansion module resides 
separate from the digital audio player on the remote control, the remote control being 
communicatively coupled to the digital audio player when the digital audio player is 
playing audio signals (Fig. 6); and 

wherein the expansion module includes additional memory that is accessible by 
the digital audio player when the digital audio player is playing audio signals (Figs. 1 
and 6; page 3, paragraph 0038). 
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27. Regarding Claim 10, Acharya as modified discloses the expansion module is 
removable from the remote control (Figs. 1 and 6). 

28. Regarding Claim 17, as best understood with regards to the 112, 2""^ problem 
mentioned above, Acharya as modified discloses the expansion module includes an 
additional battery for providing power to the digital audio player or includes additional 
memory for storing digital signals (Figs. 1 and 6). 


Response to Arguments 

29. Applicant's arguments with respect to claims 1 , 4, 8, and 10 have been 
considered but are moot in view of the new ground(s) of rejection. 

30. Applicant's arguments filed 1/16/2006 have been fully considered but they are 
not persuasive. 

31 . With respect to Applicant's argument on page 5, stating that "Sawada teaches 
that the audio reproducing card and receiving unit communicate wirelessly, rather than 
either being removable from the other", has been noted. However, the Examiner 
respectfully disagrees. Sawada discloses an audio reproducing card and receiving unit 
communicate wirelessly, the audio reproducing card and receiving unit is removable 
from each other, by disconnecting communication. Therefore, Sawada discloses the 
audio reproducing card and receiving unit being removable from the other. 

32. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., the removable component is a remote control) are not recited in the rejected 
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claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Ctr. 1993). 

33. With respect to Applicant's argument on page 7, stating that "Acharya teaches 
away from an expansion module residing on a removable component at a location away 
from the digital audio player, where the removable component is remote control that is 
operable to control the digital audio player", has been noted. However, the Examiner 
respectfully disagrees. Acharya does disclose a remote control that is operable to 
control the digital audio player (120,131,132). See Figs. 1 and 6. 


Conclusion 

34. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent No. 5717430 to Copland et al. discloses a multimedia computer 
keyboard. 

35. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Corey P. Chau whose telephone number is (571)272- 
7514. The examiner can normally be reached on Monday - Friday 9:00 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Chin Vivian can be reached on (571)272-7848. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


February 21, 2006 
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